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earned patent term adjustment. See 37 CFR 1 .704(b). 
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1 )KI Responsive to communication(s) filed on 15 November 2007 . 
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5) D Claim(s) is/are allowed. 

6) E2 Claim(s) 1-7.9-13.22.23.30 and 66-69 is/are rejected. 

7) ^ Claim(s) 8 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election of Group I, claims 1-46 and 66-69 in the reply filed on 1 1/15/07 is 
acknowledged. Because applicant did not distinctly and specifically point out the supposed 
errors in the restriction requirement, the election has been treated as an election without traverse 
(MPEP § 818.03(a)). 

2. Claims 47-65 are withdrawn from further consideration pursuant to 37 CFR 1 .142(b) as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on 1 1/15/07. 

3. Applicant's election of the species of the composition comprising a fluorescent dye and 
an aminosilicone, with dyes of formula (F3) as the fluorescent dye species and compounds of 
formula (A) as the aminosilicone species, in the reply filed on 1 1/15/07 is acknowledged. 
Because applicant did not distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an election without traverse (MPEP 

§ 818.03(a)). 

4. Claims 14-21, 24-29, and 31-46 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b) as being drawn to a nonelected species, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 1 1/15/07. 

5. Claims 1-13, 22, 23, 30, and 66-69 are examined. 
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6. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 



Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 5 and 67 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claims 5 and 67 are vague and indefinite in that the metes and bounds of the term "type" 
are unclear. The term is unclear because exactly what compounds are encompassed by the term 
"type" is subjective, where more than one meaning is possible. For example, "methine type" 
could be compounds having just a methylene group, or compounds having an alkylene bridge. 
Furthermore, the definition of the term "type" is not found in Applicant's specification. 

For purposes of examination, the term "type" will be interpreted to include any type of 
dye within the classes mentioned in the claims. 
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Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

6. Claims 1-7, 9-13, 22, 23, and 30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Luo et al., WO 99/13846, in view of Degen et al., 4,256,458. 
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The claimed invention is drawn to a cosmetic composition comprising at least one 
fluorescent dye and at least on aminosilicone (see claim 1), specifically, where the fluorescent 
dye is of the formula (F3) (claim 6) and the aminosilicone is of the formula (A) (see claim 12). 

Luo et al. disclose hair care compositions comprising an effective amount of an optical 
brightener and a silicone compound; further disclosed are shampoo compositions that also 
contain a detersive surfactant (see abstract). Luo et al. state that optical brighteners are also 
named fluorescent dyes (page 1, line 35 - page 2, line 1). The silicone compound that is 
especially preferred is an amino substituted silicone of the formula (IV) (page 20, lines 5-20); 
this compound is encompassed by Applicant's aminosilicone compound of formula (A). Luo et 
al. differ from the claimed invention because the fluorescent dye used is not of the formula (F3). 
However, Degen et al. disclose methine dyes which correspond to the formula (F3); specific 
examples are found in Examples 1-10, columns 8-17. Degen et al. teach that the methine dyes 
disclosed may be used on paper or on anionically-modified fibers (see Title and col. 6, lines 55- 
57). 

A person having ordinary skill in the art would have motivated to use the dyes of Degen 
et al. in the composition of Luo et al., since both references are drawn to dyeing processes 
involving anionically modified fibers. The hair fibers to which the compositions of Luo et al. are 
applied would have been "anionically modified" because the presence of the detersive surfactant 
in the shampoo composition would have anionically modified the surface of the hair fibers, since 
the surfactant(s) used carry an anionic charge (see Examples 1-25, pages 51-56 of Luo et al.). 
Therefore, it would have been obvious to a person having ordinary skill in the art at the time the 
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invention was made to use the dyes of Degen et al. in the composition of Luo et al. in order to 
arrive at the claimed invention, with a reasonable expectation of success. 

With respect to Applicant's arguments that "[A] fluorescent dye as disclosed herein can 
be differentiated from an optical brightener" (page 5, paragraph), it is noted that Applicant's 
claims are not limited to fluorescent dyes which are also not optical brighteners. Furthermore, 
while the optical brighteners of Luo et al. absorb light in the range of about 200 nm and about 
420 nm, they emit light in the range of about 400 nm and about 780 nm, and also may have 
minor absorption peaks in the visible range between a wavelength of about 360 nm and about 
830 nm (see page 3, lines 8-21 of Luo et al.). These ranges overlap the ranges of the claimed 
invention of about 500 nm to about 650 nm, or about 550 nm to about 620 nm (see claims 3 and 
4), and one skilled in the art would be able to optimize such ranges as a matter of routine 
experimentation. 

Regarding the fluorescent dye being in the orange range (claim 2), it is noted that 
Examples 2-5 of Degen et al. (columns 8-12) produce dyes that are in the orange range. 

Regarding the type of fluorescent dye (claim 5), it is noted that the dyes of Degen et al. 
are methine dyes (see Title). 

Regarding the definition of substituents on the compounds of formula (F3) (claims 6 and 
7), it is noted that the compounds of Examples 1-10 of Degen et al. have substituents which are 
encompassed by the definition for the substituents found in claims 6 and 7. 

Regarding the amount of fluorescent dye present (claims 9-11), Luo et al. teach that the 
amount of optical brightener used is from about 0.001% to about 20%, more preferably from 
about 0.01% to about 10% (page 3, lines 34-36). This appears to be comparable to the amounts 
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claimed by Applicants, especially given that the prior art uses the flexible modifier "about". In 
any case, it would have been obvious to determine workable and/or optimal amounts of 
fluorescent dye per the reasoning of well-established precedent, such as In re Aller , 220 F.2d 
454, 456, 105 USPQ 233, 235 (CCPA 1955). (Holding that "[W]here the general conditions of a 
claim are disclosed in the prior art, it is not inventive to discover the optimum or workable 
ranges by routine experimentation." ) 

Regarding the amount of aminosilicone present (claims 22 and 23), Luo et al. teach that 
the silicone compound is preferably at a level of from about 0.01% to about 15%. This appears 
to be comparable to the amounts claimed by Applicants, especially given that the prior art uses 
the flexible modifier "about". In any case, it would have been obvious to determine workable 
and/or optimal amounts of aminosilicone per the reasoning of well-established precedent, such as 
In re Aller . 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). (Holding that "[W]here the 
general conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
optimum or workable ranges by routine experimentation." ) 

Regarding the composition being in the form a of a lightening dyeing shampoo (claim 
30), it is noted that the compositions of Luo et al. may be a shampoo (abstract) which alter the 
color of the hair by emitting light in the visible range (page 3, lines 22-24). 

7. Claims 66-69 are rejected under 35 U.S.C. 103(a) as being unpatentable over Luo et al. 
and Degen et al. as applied to claims 1-7, 9-13, 22, 23, and 30 above, and further in view of 
Genet et al, US Patent 6,451,068. 
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The claimed invention and the inventions of Luo et al. and Degen et al. are described 
above (see paragraph 6). Luo et al. and Degen et al. differ from the claimed invention because 
they do not specifically state that the fluorescent dye and aminosilicone are in a multi- 
compartment kit with an oxidizing agent in a second compartment. However, Luo et al. do teach 
that other components, including oxidizing agents, may be formulated with the composition (see 
page 50, lines 8-9 and 19-21). Furthermore, it is well known to a person having ordinary skill in 
the art to have a multi-compartment kit with a dye in one compartment and an oxidizing agent in 
another compartment. As evidence, Genet et al. disclose a multi-compartment kit with a 
methine-type dye in one compartment and an oxidizing agent in another compartment (see claim 
54). Therefore, it would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to have a multi-compartment kit with the composition of Luo et al. 
and Degen et al. (as described above, in paragraph 6) in one compartment and an oxidizing agent 
in the other compartment, with a reasonable expectation of success. 

Allowable Subject Matter 

8. Claim 8 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Barbara Frazier whose telephone number is (571)270-3496. The 
examiner can normally be reached on Monday-Thursday 8am-4pm EST. 



Application/Control Number: 1 0/8 1 4,428 Page 9 

Art Unit: 1614 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel can be reached on (571)272-0718, or Cecilia Tsang can be reached 
on (571)272-0562. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

BSF 

/Ardin Marschel/ 

Supervisory Patent Examiner, Art Unit 1614 



